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DETAILED ACTION 
Response to Arguments 

1. Applicant's arguments with respect to claims 3-7, 9, 10, 12-21, 23-25, and 27-33 have 
been considered but are moot in view of the new ground(s) of rejection. 

Claim Objections 

2. Claim 14 is objected to because of the following informalities: in line 3, "comprising the 
General Packet" should be "comprising the Serving General Packet". Appropriate correction is 
required. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

4. Claims 3-7, 9, 10, 12-17, 25, 27, 29-31, and 33 are rejected under 35 U.S.C. 101 because 
the claimed invention is directed to non-statutory subject matter. 

5. To comply with the subject matter eUgibility requirement of 35 U.S.C. § 101, a claim 
must pass the following test: (1) Does the claimed invention fall within one of the statutory 
classes? If not, then the claim is non-statutory. (2) If it does, does the claimed invention 
fall/cover/include a judicial exception? If not, the claim is statutory. If so, the claim is only 
statutory if there is a practical application (a) by physical transformation or (b) that produces a 
useful and tangible result. 

6. In this case, claims 3, 7, 9, 27, and 29 (directed to a method); claims 4 and 30 (directed to 
a method); and claims 5 and 6 (directed to a method) meet Question One since they fall within 
the "process" statutory class of 35 U.S.C. § 101. However, these claims fail Question Two since 
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they fall within a judicial exception, i.e. the claims are an attempt to seek patent protection of a 
computer program in the abstract. This is evidenced by claims 10, 12-17, 25, 31, and 33 which 
demonstrate that the methods may be implemented using computer programs. Since the claims 
are merely trying to claim a "computer code" in the abstract, the claims fall within the "abstract 
idea" judicial exception. 

7. Once the answer to Question Two is "yes," i.e. the claimed invention falls under a 
judicial exception, the claimed invention is only statutory if it produces either a practical 
application by physical transformation or a practical application that produces a useful and 
tangible result. In this case, there is no practical application by physical transformation since the 
method does not manipulate any physical structure. In addition, there is no practical application 
that produces a useful and tangible result since, when implemented in software, the claims never 
require that the software be executed by a computer. Therefore, the claims are non-statutory. 

8. In order to make claims 3-7, 9, 27, 29, and 30 statutory, Applicant could amend the 
claims to turn the method steps into structural limitations, e.g. "means for receiving" and "means 
for translating". Applicant could also amend the claims to turn the claims into a purely 
"software" claim by amending the claims to read, for example, "A computer-readable medium 
encoded with a data structure [or software] for receiving . . ." 

9. Claims 10 and 25 recite: "An article comprising at least one storage medium containing 
instructions that when executed cause a system to [perform certain steps]." However, current 
USPTO practice requires that software be claimed using the following form: "Computer- 
readable medium encoded with a data structure for . . ," Any other language fails to define 
structural and fiinctional interrelationships between the data structure and the computer software 



Application/Control Number: 09/775,238 Page 4 

Art Unit: 2616 

and hardware components which permit the data structure's functionality to be realized. As such, 
any other language for claiming a computer program is non-statutory. 

Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

11. Claims 3, 7, 9, 10, 12, 17, and 27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Inoue et al. (USPN 6,515,974), of record, in view of Rao (USPN 6,535,51 1), 
of record. 

12. Regarding claims 3, 9, and 10, Inoue discloses a method of communications between first 
and second wireless networks, comprising: receiving a first data packet having a header and a 
payload portion, the header of the first data packet containing a private network address of a first 
node in the first wireless network (Figs. 2 and 3 and col. 9, lines 46-61, where the relay device 
receives packets containing private source and destination addresses); translating, by a network 
address translator, the private network address in the header to a public network address (Figs. 2 
and 3 and col. 9, lines 46-61, where "the packet relay device 4 has a NAT (Network Address 
Translation) function for translating source and destination addresses of a packet which is 
routing controlled to the first interface from the private network 1 side into global addresses"); 
and sending a second data packet containing the public network address translated from the 
private network address to a second node in the second wireless network (Figs. 2 and 3 and col. 
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9, lines 46-61, where the packet relay device relays the packet having the global addresses into 
the Internet side). 

Inoue does not expressly disclose that the payload portion contains the private network 
address or translating the private network address in each of the header and payload portion to a 
public network address. Rao teaches, in a packet communication system using network address 
translation (NAT), that "some applications embed addressing information in their message 
payload data" (col. 4, lines 1-6) to "initialize or set up a communication session with another 
application" (col. 4, lines 1-6) where "[t]his embedded addressing information is also to be 
translated when the packet is crossing a boundary" (col. 1, lines 45-48). Therefore it would have 
been obvious to one of ordinary skill in the art at the time of the invention to have a private 
network address in the payload portion and to translate the private network address in each of the 
header and payload portion to a public network address to permit communication between 
applications existing in disparate addressing systems. 

13. Regarding claim 7, Inoue in view of Rao discloses determining whether to establish a 
data session on a packet data network on behalf of a roaming mobile station through the first 
wireless network or the second wireless network (col. 11, lines 21-39, where home agents keep 
track of a mobile station as it moves between the private network and the public network). 

14. Regarding claims 12 and 27, Inoue in view of Rao discloses that translating the private 
network address in the payload portion of the first packet is performed by identifying a string in 
the payload portion of the first packet containing the private network address (Rao: col. 4, lines 
60-67, where a table is used "to identify application specific embedded addressing information in 
IP packets," see also col. 4, lines 9-19). 
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15. Regarding claim 1 7, Inoue in view of Rab discloses that the system receives the first 
packet from the first wireless network associated with a first network operator and sends the 
second packet to a node in a second wireless network associated with a second network operator 
(Inoue: col. 3, lines 8-15, where the private address space is operated by a large organization that 
uses a different addressing configuration than the public internet or another large organization, 
see also col. 4, lines 29-37). 

16. Claims 4-6, 13-16, 18-21, 23-25, and 28-33 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Forslow (USPN 6,608,832) in view of Inoue et al. (USPN 6,515,974), of 
record, in further view of Lager et al. (USPN 6,636,502), in further view of Rao (USPN 
6,535,511), of record.. 

17. Regarding claims 4, 5, 18, 19, 24, and 25, Forslow discloses a method of communications 
between first and second wireless networks, comprising: receiving a first Internet Protocol (IP) 
packet having a payload portion containing a General packet radio service Tunneling Protocol 
(GTP) data unit (col. 4, lines 13-24, where the OTP data unit is sent down a protocol stack 
including IP, such that the GTP data unit is located in the payload portion of an IP packet), the IP 
packet having a header containing a network address of a first node in the first wireless network 
(col. 3, lines 36-41, where the first node is an originating GPRS support node, e.g. an SGSN or 
GGSN, and where it is implicit that the IP packet's header contains the address of the source 
node and the address of the destination node), and the GTP data unit in the payload portion of the 
IP packet containing the network address of the first node (col. 4, lines 13-24, where "routing 
information" is added "to encapsulate PDUs," wherein it is implicit that "routing information" 
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includes the source address of the originating GPRS support node and the destination address of 
the destination GPRS support node). 

Forslow does not expressly disclose that the network address of the first node is a private 
network address; translating the private network address in the header to a public network 
address; and sending a second IP packet having a header and payload portion to a second node in 
the second wireless network, the header portion of the second IP packet containing the public 
network address translated from the private network address. Inoue teaches, as prior art in a 
wireless packet communication system, that while some IP networks use global, i.e. public, 
addresses, other IP networks utilize private addresses due to a shortage of global, i.e. public, 
addresses (col. 3, lines 8-15, see also col. 3, lines 31-35). In addition, Inoue teaches using 
network address translation (NAT) to communicate between networks using private addresses 
and networks using public addresses (col. 3, line 40-43). Further, Lager teaches, in a GPRS 
system, that various intra-PLMN networks that use private addressing are interconnected using 
an inter-PLMN network that uses public addressing, where it is implicit that this permits an 
SGSN to communicate with GGSNs on different PLMNs (Figs. 2 and 3 and col. 4, lines 24-41). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to have the originating GPRS support node of Forslow use a private address and to 
have the destination GPRS support node of Forslow be reachable by a public address, as outlined 
in Inoue and Lager, in order to have the originating node be addressed in a manner that conserves 
public IP addresses and to have the destination node, which is tied to the public IP network, be 
addressed in a manner that it can readily communicate with the public IP network. Therefore, it 
would have been obvious to one of ordinary skill in the art at the time of the invention to have 
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the network address of the first node be a private network address to conserve public IP 
addresses; to translate the private network address in the header to a public network address; and 
to send a second IP packet having a header and payload portion to a second node in the second 
wireless network, the header portion of the second IP packet containing the public network 
address translated from the private network address to enable the first node to communicate with 
nodes over the global IP network. 

Forslow in view of Inoue in further view of Lager does not expressly disclose translating 
the private network address in the payload portion to a public network address or sending a 
second IP packet containing the public address translated from the private network address in the 
payload portion. However, Forslow in view of Inoue in further view of Lager does disclose 
having a network address in each of the header and payload portion (Forslow: col. 4, lines 13-24, 
where the GTP layer and the IP layer will contain network addresses). In addition, Forslow in 
view of Inoue in further view of Lager discloses translating address information between public 
and private network address spaces (Inoue: col. 3, line 40-43). Rao teaches, in a packet 
communication system using network address translation (NAT), that "some applications embed 
addressing information in their message payload data" (col. 4, lines 1-6) where "[t]his embedded 
addressing information is also to be translated when the packet is crossing a boundary" (col. 1, 
lines 45-48). Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention to have a private network address in the payload portion and to translate the 
private network address in the payload portion to a public network address to ensure that all of 
the addressing information in a packet is properly translated. 
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18. Regarding claim 6, Forslow in view of Inoue in further view of Lager in further view of 
Rao discloses that receiving the first IP packet containing the private network address of the first 
GPRS support node comprises receiving the first IP packet containing the private network 
address of a Serving GPRS Support Node, and wherein sending the second IP packet to the 
second GPRS support node comprises sending the second IP packet to a Gateway GPRS Support 
Node (Forslow: col. 3, lines 36-41, where the originating serving GPRS node is either an SGSN 
or a GGSN and where the destination GPRS serving node is the other of an SGSN or GGSN). 

19. Regarding claims 13 and 23, incorporating the rejection of claims 4, 5, 18, 19, 24, and 25, 
Forslow in view of Inoue in further view of Lager in further view of Rao discloses that the first 
packet has a payload portion containing a General Packet Radio Service Tunneling Protocol 
(GTP) data (Forslow: col. 4, lines 13-24, where the PDUs are sent using GTP), the GTP data 
containing the private network address (Inoue: col. 3, lines 8-15, where some IP networks utilize 
private addresses due to a shortage of global, i.e. public, addresses, see also col. 3, lines 31-35). 

20. Regarding claim 14, incorporating the rejection of claims 4, 5, 18, 19, 24, and 25, 
Forslow in view of Inoue in further view of Lager in further view of Rao discloses receiving the 
first packet from a Serving General packet radio service Support Node (SGSN) in the first 
wireless network, the first node comprising the General Packet Radio Service support node 
(Forslow: col. 3, lines 36-41, where the originating serving GPRS node is an SGSN). 

2 1 . Regarding claim 1 5, Forslow in view of Inoue in further view of Lager in further view of 
Rao discloses sending the second packet to a GGSN in a second wireless network, the second 
node comprising the GGSN (Forslow: col. 3, lines 36-41, where the destination GPRS serving 
node is a GGSN). 
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22. Regarding claim 1 6, Forslow in view of Inoue in further view of Lager in further view of 
Rao discloses receiving the first packet from the SGSN associated with a first public land mobile 
network (PLMN) and sending the second packet to the GGSN associated with a second PLMN 
(Lager: Figs. 2 and 3 and col. 4, lines 24-41). 

23. Regarding claim 20, Forslow in view of Inoue in further view of Lager in further view of 
Rao discloses that the first wireless network is associated with a first network operator and the 
second wireless network is associated with a second network operator (Inoue: col. 3, lines 1-15, 
where the private address space is operated by a large organization that uses a different 
addressing configuration than the public internet or another large organization, see also col. 4, 
lines 29-37). 

24. Regarding claim 21 , Forslow in view of Inoue in further view of Lager in further view of 
Rao discloses that the interface is adapted to receive the data packet comprising an Internet 
Protocol packet (Forslow: col. 4, lines 18-24, where the packet is sent over an IP network, see 
also col. 3, lines 25-35). 

25. Regarding claim 28, Forslow in view of Inoue in further view of Lager in further view of 
Rao discloses that translating the private network address in the payload portion of the data 
packet is performed by identifying a string in the payload portion containing the private network 
address (Rao: col. 4, lines 60-67, where a table is used "to identify application specific embedded 
addressing information in IP packets," see also col. 4, lines 9-19). 

26. Regarding claims 29-33, incorporating the rejection of claims 4, 5, 18, 19, 24, and 25, 
Forslow in view of Inoue in further view of Lager in further view of Rao discloses that receiving 
the first data packet comprises receiving the first data packet having the payload portion that 
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contains a Packet Data Protocol (PDP) Context Create request, the PDP Context Create request 
containing the private network address of the first node (Forslow: col. 3, lines 56-59, where a 
PDP context is created in the GGSN to enable communication with the outside IP network). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner. should be directed to Daniel J. Ryman whose telephone number is (571)272-3152. The 
examiner can normally be reached on Mon.-Fri. 8:00am-4:30pm. 

If attempts to reach the examiner by telephone are imsuccessfixl, the examiner's 
supervisor, Huy Vu can be reached on (571)272-3155. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
AppHcation Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Daniel J Ryman 
Examiner 
Art Unit 2616 



